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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 1 1/4/04 has been entered. 

Response to Amendment 

2. Applicant's amendment received on 8/9/04 has been entered and made of record. 
Currently, claims 4-6, 13-16, and 23-35 are pending. 

Response to Arguments 

3. Applicant's arguments, see pages 13-15, filed 8/9/04, with respect to the rejection(s)of 
claim(s) 31-35 under 35 U.S.C. 102(b) as being anticipated by Sumida et al. (U.S. Patent 
Number 5,383,754), and under 35 U.S.C. 103(c) an being unpatentable over Sumida et al. in 
view of Yoshida et al. (U.S. Patent Number 5,930,006), have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 
a new ground(s) of rejection is made in view of Sumida et al and Yoshiura et al. (U.S. Patent 
Number 4,739,369, cited in the Information Disclosure Statement dated 5/16/03). 
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Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 31-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sumida et 
al (U.S. Patent Number 5,383,754, cited in the Office action dated 4/6/04) in view of Yoshiura 
et al (U.S. Patent Number 4,739,369, cited in the Information Disclosure Statement dated 
5/16/03). 

Regarding claim 31, Sumida discloses an image formation apparatus (see abstract, and 
Fig. 1) comprising a sensor for reading an image on an original (column 17, line 25 through 
column 18, line 57), a memory for storing pixel density data read by the sensor (column 19, lines 
4 through 37), means for editing pixel density data from the pixel density data stored in the 
memory (column 19, lines 38 through 49), an image forming portion for using edited pixel 
density data to print an image (column 13, line 65 through column 14, line 43, and column 19, 
lines 4 through 30), a feeder capable of feeding originals having different sizes to an image 
reading position (column 15, lines 9 through 24), means for reading mixed originals for reading a 
plurality of originals collectively set in the feeder (column 17, lines 2 through 60), means for 
determining a size of an image corresponding to the pixel density data of each image stored in 
the memory (column 43, line 51 through column 46, line 36), and means for controlling, 
responsive to the means for determining, which permits the means for editing to edit an image 
when all images corresponding to the plurality of originals are uniform in size (column 39, line 
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43 through column 40, line 62, column 47, line 53 through column 50, line 15, and column 74, 
lines 14 through 64) and otherwise prohibiting the means for editing from editing an image 
(column 30, line 33 through column 31, line 26, and column 74, lines 14 through 64). 

However, Sumida fails to expressly disclose if the feeder is capable of successively 
feeding originals having different sizes to an image reading position, and reading a plurality of 
originals of different sizes collectively set in the feeder. 

Yoshiura discloses an image forming apparatus (see Fig. 2) comprising a sensor for 
reading an image on an original (column 7, lines 10-56), a memory for storing data read by the 
sensor (column 9, lines 26-65), means for editing data from the data stored in the memory 
(column 9, lines 26-65, and column 11, lines 24-61), an image forming portion for using edited 
data to print an image (column 7, lines 10-56), a feeder capable of successively feeding originals 
having different sizes to an image reading position (column 8, lines 3-42), means for reading 
mixed originals for reading a plurality of originals of different sizes collectively set in the feeder 
(column 9, line 60-column 10, line 38), means for determining a size of an image corresponding 
to the pixel density data of each image stored in the memory (column 10, line 2-column 11, line 
23), and means for controlling, responsive to the means for determining, which permits the 
means for editing to edit an image when all images corresponding to the plurality of originals are 
uniform in size (column 11, lines 39-61). 

Sumida & Yoshiura are combinable because they are from the same field of endeavor, 
being copying systems, with both having an automatic document feeder to feed originals to be 
read. At the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to include a feeder taught by Yoshiura that successively feeds different size originals and 
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subsequently, reading the originals of different sizes collectively set in the feeder, within the 
system of Sumida. The suggestion/motivation for doing so would have been that Sumida' s 
system would become more efficient with the inclusion of Yoshiura's teachings, since an 
operator would be allowed to realize an abnormal copying function based on automatically 
detected differing original sizes, as recognized by Yoshiura in column 2, lines 39-51. Therefore, 
it would have been obvious to combine the teachings of Yoshiura with the system of Sumida to 
obtain the invention as specified in claim 31. 

Regarding claim 32, Sumida and Yoshiura disclose the apparatus discussed above in 
claim 31, and Yoshiura further teaches that the means for editing data edits an image in the 
maimer suitable for providing two images for printing on a single side of a sheet (column 2, lines 
, 17-60). 

Sumida & Yoshiura are combinable because they are from the same field of endeavor, 
being copying systems, with both having an automatic document feeder to feed originals to be 
read. At the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to include the teachings of Yoshiura that successively feeds and reads different size originals 
and subsequently, providing two images for printing on a single side of a sheet, within the 
system of Sumida. The suggestion/motivation for doing so would have been that Sumida' s 
system would become more efficient with the inclusion of Yoshiura's teachings, since an 
operator would be allowed to realize an abnormal duplex copying function based on 
automatically detected differing original sizes, as recognized by Yoshiura in column 2, lines 39- 
5 1 . Therefore, it would have been obvious to combine the teachings of Yoshiura with the system 
of Sumida to obtain the invention as specified in claim 32. 
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Regarding claim 33, Sumida discloses an image formation apparatus (see abstract, and 
Fig. 1) comprising a sensor for reading an image on an original (column 17, line 25 through 
column 18, line 57), a memory for storing data read by the sensor (column 19, lines 4 through 
37), an image forming portion for using edited data stored in the memory to print an image 
(column 13, line 65 through column 14, line 43, and column 19, lines 4 through 30), a stapler for 
stapling a plurality of sheets each bearing a formed image thereon (column 15, lines 26 through 
52), a feeder capable of feeding originals having different sizes to an image reading position 
(column 15, lines 9 through 24), means for reading mixed originals for reading a plurality of 
originals collectively set in the feeder (column 17, lines 2 through 60), means for determining a 
size of an image corresponding to data of each image stored in the memory (column 43, line 51 
through column 46, line 36), and means for controlling, responsive to the means for determining, 
which permits the stapler to operate when all images corresponding to the plurality of originals 
are uniform in size (column 39, line 43 through column 40, line 62, column 47, line 53 through 
column 50, line 15, and column 74, lines 14 through 64) and otherwise prohibiting the stapler 
from operating (column 30, line 33 through column 31, line 26, and column 74, lines 14 through 
64). 

However, Sumida fails to expressly disclose if the feeder is capable of successively 
feeding originals having different sizes to an image reading position, and reading a plurality of 
originals of different sizes collectively set in the feeder. 

Yoshiura discloses an image forming apparatus (see Fig. 2) comprising a sensor for 
reading an image on an original (column 7, lines 10-56), a memory for storing data read by the 
sensor (column 9, lines 26-65), means for editing data from the data stored in the memory 



Application/Control Number: 08/94 1 ,459 Page 7 

Art Unit: 2622 

(column 9, lines 26-65, and column 11, lines 24-61), an image forming portion for using edited 
data to print an image (column 7, lines 10-56), a feeder capable of successively feeding originals 
having different sizes to an image reading position (column 8, lines 3-42), means for reading 
mixed originals for reading a plurality of originals of different sizes collectively set in the feeder 
(column 9, line 60-column 10, line 38), means for determining a size of an image corresponding 
to the pixel density data of each image stored in the memory (column 10, line 2-column 11, line 
23), and means for controlling, responsive to the means for determining, which permits the 
means for editing to edit an image when all images corresponding to the plurality of originals are 
uniform in size (column 11, lines 39-61). 

Sumida & Yoshiura are combinable because they are from the same field of endeavor, 
being copying systems, with both having an automatic document feeder to feed originals to be 
read. At the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to include a feeder taught by Yoshiura that successively feeds different size originals and 
subsequently, reading the originals of different sizes collectively set in the feeder, within the 
system of Sumida. The suggestion/motivation for doing so would have been that Sumida' s 
system would become more efficient with the inclusion of Yoshiura' s teachings, since an 
operator would be allowed to realize an abnormal copying function based on automatically 
detected differing original sizes, as recognized by Yoshiura in column 2, lines 39-51. Therefore, 
it would have been obvious to combine the teachings of Yoshiura with the system of Sumida to 
obtain the invention as specified in claim 33. 

Regarding claim 34, Sumida discloses an image formation apparatus (see abstract, and 
Fig. 1) comprising a feeder capable of feeding originals having different sizes to an image 
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reading position (column 15, lines 9 through 24), a reader for reading a plurality of originals 
collectively set in the feeder (column 17, lines 2 through 60), a memory for storing pixel density 
data corresponding to a plurality of images (column 19, lines 4 through 37), means for editing 
the pixel density data stored in the memory (column 24, line 50 through column 27, line 8), and 
means for controlling, which permits the means for editing to operate when all the pixel density 
data stored in the memory are uniform in image size (column 39, line 43 through column 40, line 
62, column 47, line 53 through column 50, line 15, and column 74, lines 14 through 64) and 
otherwise prohibiting the means for editing from operating (column 30, line 33 through column 
31, line 26, and column 74, lines 14 through 64). 

However, Sumida fails to expressly disclose if the feeder is capable of successively 
feeding originals having different sizes to an image reading position, and reading a plurality of 
originals of different sizes collectively set in the feeder. Further, Sumida fails to expressly teach 
if the means for editing edits in a manner suitable for providing two images on a single side of a 
sheet. 

Yoshiura discloses an image forming apparatus (see Fig. 2) comprising a feeder capable 
of successively feeding originals having different sizes to an image reading position (column 8, 
lines 3-42), a reader for reading a plurality of originals of different sizes collectively set in the 
feeder (column 9, line 60-column 10, line 38), a memory for storing data corresponding to a 
plurality of images (column 9, lines 26-65), means for editing the data stored in the memory in a 
manner suitable for providing two images on a single side of a sheet (column 2, lines 17-60, 
column 9, lines 26-65, and column 11, lines 24-61), and means for controlling, which permits the 
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means for editing to operate when all data stored in the memory are uniform in size (column 11, 
lines 39-61). 

Sumida & Yoshiura are combinable because they are from the same field of endeavor, 
being copying systems, with both having an automatic document feeder to feed originals to be 
read. At the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to include the teachings of Yoshiura that successively feeds and reads different size originals 
and subsequently, providing two images for printing on a single side of a sheet, within the 
system of Sumida. The suggestion/motivation for doing so would have been that Sumida' s 
system would become more efficient with the inclusion of Yoshiura' s teachings, since an 
operator would be allowed to realize an abnormal duplex copying function based on 
automatically detected differing original sizes, as recognized by Yoshiura in column 2, lines 39- 
51. Therefore, it would have been obvious to combine the teachings of Yoshiura with the system 
of Sumida to obtain the invention as specified in claim 34. 

Regarding claim 55, Sumida discloses an image formation apparatus (see abstract, and 
Fig. 1) comprising a feeder capable of feeding originals having different sizes to an image 
reading position (column 15, lines 9 through 24), a reader for reading a plurality of originals 
collectively set in the feeder (column 17, lines 2 through 60), a memory for storing pixel density 
data corresponding to a plurality of images (column 19, lines 4 through 37), a print portion for 
forming an image on a sheet from the pixel density data stored in the memory (column 13, line 
65 through column 14, line 43, and column 19, lines 4 through 30), a stapler for stapling a 
plurality of printed sheets (column 15, lines 26 through 52), and a controller for which permits 
the stapler to operate when all of the plurality of printed sheets have images formed thereon from 
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the pixel density data stored in the memory which are uniform in size (column 39, line 43 
through column 40, line 62, column 47, line 53 through column 50, line 15, and column 74, lines 
14 through 64) and otherwise prohibiting the stapler from operating (column 30, line 33 through 
column 31, line 26, and column 74, lines 14 through 64). 

However, Sumida fails to expressly disclose if the feeder is capable of successively 
feeding originals having different sizes to an image reading position, and reading a plurality of 
originals of different sizes collectively set in the feeder. 

Yoshiura discloses an image forming apparatus (see Fig. 2) comprising a feeder capable 
of successively feeding originals having different sizes to an image reading position (column 8, 
lines 3-42), means for reading mixed originals for reading a plurality of originals of different 
sizes collectively set in the feeder (column 9, line 60-column 10, line 38), a memory for storing 
data corresponding to a plurality of images (column 9, lines 26-65), a print portion for forming 
an image on a sheet from the data stored in the memory (column 7, lines 10-56), means for 
editing the data stored in the memory (column 9, lines 26-65, and column 11, lines 24-61), and a 
controller which permits the means for editing to operate when all the plurality of printed sheets 
have images formed thereon from the data stored in the memory which are uniform in size 
(column 11, lines 39-61). 

Sumida & Yoshiura are combinable because they are from the same field of endeavor, 
being copying systems, with both having an automatic document feeder to feed originals to be 
read. At the time of the invention, it would have been obvious to a person of ordinary skill in the 
art to include a feeder taught by Yoshiura that successively feeds different size originals and 
subsequently, reading the originals of different sizes collectively set in the feeder, within the 
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system of Sumida. The suggestion/motivation for doing so would have been that Sumida' s 
system would become more efficient with the inclusion of Yoshiura's teachings, since an 
operator would be allowed to realize an abnormal copying function based on automatically 
detected differing original sizes, as recognized by Yoshiura in column 2, lines 39-51. Therefore, 
it would have been obvious to combine the teachings of Yoshiura with the system of Sumida to 
obtain the invention as specified in claim 35. 



Allowable Subject Matter 

6. Claims 4-6, 13-16, and 23-30 are allowed. 

7. The following is a statement of reasons for the indication of allowable subject matter: 
Regarding claims 4, 13, and 28, in the examiner's opinion, it would not have been 

obvious to have the systems, as claimed, include an operational panel for selecting operable 
modes of operation, whereby the display and selection of an inoperable mode of operation 
through the operation panel is automatically prohibited based on the result of the comparison 
between the state of at least two frames. The closest prior art, Sumida et al. (U.S. Patent Number 
5,383,754), fails to teach these limitations, and the examiner finds no motivation to combine 
Sumida with other references to achieve the desired outcome. Because of this, the claims are 
rendered allowable. 

Regarding claim 23, in the examiner's opinion, it would not have been obvious to have 
the system, as claimed, include a memory for storing a plurality of print jobs, with each print job 
containing pixel density data of at least two frames, a print-job selector for selecting one of the 
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plurality of print jobs stored in the memory, and a state decision controller for determining, for 
each frame, a state of a frame of the pixel density data contained in the selected print-job. 
The closest prior art, Sumida et al (U.S. Patent Number 5,383,754), fails to teach these 
limitations, and the examiner finds no motivation to combine Sumida with other references to 
achieve the desired outcome. Because of this, the claim is rendered allowable. 



examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



8. 



Any inquiry concerning this communication or earlier communications from the 



Joseph R. Pokrzywa 

Examiner 
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